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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-20 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Claim 1 recites "wherein the adapter sends the identification of the adapter to the 
provider computer without being requested to do so by the provider computer" in lines 
14-16. Each of claims 8, 13, 15 also recites the same limitation. Applicant cites page 8, 
lines 17-18 of the disclosure and element 88 of FIG. 5 as support for the limitation. 
Page 8, lines 17-19 merely teaches "Identification for the communications adapter 20 
and the type of electronic device 42 are provided 88 to the controller 32. The 
identification of the adapter 20 enables the controller 32 to send information or data to 
the adapter 20". Element 88 of FIG. 5 merely teaches "Provide communications 
adapter identification and electronic device/appliance identification to Controller". There 
is no positive teaching of "the adapter sending the identification of the adapter to the 
provider computer without being requested to do so by the provider computer " - hence 
the section and the element cited not being sufficient to support the limitation. 
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Claim 16 recites "wherein the adapter is unable to communicate with the 
electronic device without the new data sent by the provider computer , and wherein the 
new data allows the adapter allows the adapter to communicate with the electronic 
device" in lines 1-3. Applicant cites page 8, lines 24-26 of the disclosure as support for 
the limitation. Page 8, lines 24-26 merely teaches "appropriate computer program code 
to facilitate communication with the device 42. The computer program code that is sent 
to the adapter 20 from the controller 32 provides the functionality to communicate with, 
or more fully communicate with, the electronic device 42". There is no positive 
teaching of "the adapter being unable to communicate with the electronic device 
without the new data sent by the provider computer " - hence the section cited not being 
sufficient to support the limitation. 

3. The rejections that follow are based on the examiner's best interpretation of the 
claims. 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 



the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 1-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Russell et al. (US 5,623,604) in view of Lieu et al. (US 6,708,045). Claim 20 is rejected 
under 35 U.S.C. 103(a) as being unpatentable over Russell et al. in view of Lieu et al., 
and further in view of Cole et al. (US 6,074,434). 

6. As per claim 1 , Russell teaches a communications adapter [2, FIG. 1 ; FIG. 4] for 
facilitating electronic communications with an electronic device [4, FIG. 1] wherein the 
adapter is remotely reprogrammable by a provider computer [14, FIG. 1] through a 
communications network [6, FIG. 1], the adapter comprising: 

a communications port [226, FIG. 4] for electronically connecting the adapter to 
the electronic device, wherein the adapter does not comprise a user interface with a 
display that is integrated as a part of the adapter; 

communications hardware [202, 203, 204, 206, 208 - FIG. 4] for communicating 
automatically with the provider computer through the communications network; 

a processor [216, FIG. 4]; and 

memory [220, 222, 228, 230 - FIG. 4] programmed to cause the adapter to send 
an identification of the adapter to the provider computer via the communications 
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network [col. 33, lines 34-37; col. 35, lines 5-10; 232 - FIG. 4] and to receive new data 
sent by the provider computer via the communications network to update a program of 
the adapter [S36, FIG. 5C; S1 61 9, FIG. 1 6B; FIG. 20; FIG. 24], wherein the new data 
comprises device instructions for the processor for communicating with the electronic 
device through the communications port [col. 1, line 61 -col. 2, line 33], wherein the 
adapter is a handheld device that comprises a single-board computer [2, FIG. 3; FIG. 4; 
col. 10, lines 42-45]. 

Russell does not specifically teach the communications network being a wireless 
network. Lieu teaches wireless communications obviating the need for in-building 
wiring and cabling [col. 1 , lines 1 5-28]. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to use Russell's adapter in a wireless 
network environment because wireless communications obviate the need for in-building 
wiring and cabling - as suggested by Lieu. 

7. As per claims 2-4 , Lieu teaches the wireless network being a pager network, and 
the wireless network being cellular network [col. 1, lines 14-16]. Also, since it was 
known for cellular network and pager network to be global communications network for 
worldwide coverage [e.g. Lindgren (US 6,163,274) at col. 3, lines 46-48], it would have 
been obvious to one of ordinary skill in the art that for the wireless network to be a 
global communications network in order to be able to have world-wide communications. 

8. As per claims 5-6 . Russell teaches the new data comprising a translator that 
includes an object representation of the electronic device, a translator that includes a 
functional representation of the electronic device [the update program is a translator that 



Application/Control Number: 10/784,485 Page 6 

Art Unit: 2182 

provides a new representation of the electronic device (altering program firmware: col. 

I, lines 11-20)]. 

9. As per claim 7 , Russell teaches the memory being programmed to cause the 
adapter to identify the electronic device and to further send an identification of the 
electronic device to the provider computer via the communications network [col. 8, lines 
45-50]. 

1 0. As per claims 8-12 , the claims generally correspond to claims 1 -2, 5-7 with the 
electronic device having an external communications port [100, 102 - FIG. 3], and the 
new instructions being used for communications with the electronic device without 
altering any program code on the electronic device (no alteration necessary on the 
printer) - and are therefore rejected on the same bases. With respect to claims 10-11, 
note that the update program is a translator that provides a new representation of the 
electronic device (see rejections of claims 5-6 above), hence comprising services that 
reflect a function on the electronic device: or comprising functions that provide access to 
a function on the electronic device . 

I I . As per claims 13-14 , the claims generally correspond to claims 1 -2 with the 
adapter connected to an external communications port of the electronic device [100, 

1 02 - FIG. 3], establishing communications with the provider computer [col. 2, lines 49- 
51] - and are therefore rejected on the same bases. 

12. As per claim 15 . see the rejections of claims 1 , 8 above. 

13. As per claim 16 , Russell teaches the adapter being unable to communicate with 
the electronic device without the new data sent by the provider computer, and the new 
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data allowing the adapter to communicate with the electronic device [col. 1, line 61-col. 
2, line 33]. 

14. As per claim 17 , Russell teaches the memory comprising flash memory, and 
updating the program of the adapter comprising reprogramming the flash memory [222, 
FIG. 4; col. 9, lines 50; col. 11, lines 2-4; col. 13, lines 62-65]. 

15. As per claim 18 , Russell teaches the communications adapter being 
reprogrammable for use with different types of electronic devices [col. 8, lines 25-29]. 

16. As per claim 19 , Russell teaches the new data comprising a translator, wherein 
the translator is configured to send commands to the electronic device, access data on 
the electronic device, receive commands from the electronic device, control the 
electronic device, and translate messages to and from the electronic device [col. 7, lines 
11-15; col. 8, lines 10-15; col. 8, lines 45-50; col. 9, lines 59-66; col. 10, lines 46-61; col. 
12, lines 61-65]. 

1 7. As per claim 20 , Russell teaches the translator (update program) being 
associated with the electronic device (see rejection of claims 1 , 5-6 above). 

Cole teaches a provider computer selecting a translator (an update program) 
associated with an electronic device from among multiple translators in a content 
server, and the content server comprising other translators that are not associated with 
the electronic device - in order to provide a translator that is consistent with the 
operation of the electronic device [col. 4, lines 36-39; col. 4, lines 41-46]. It is further 
known to store multiple files in a database to facilitate access to the multiple files, and it 
would have been obvious to store the multiple translators in the content server in a 



Application/Control Number: 10/784,485 Page 8 

Art Unit: 2182 

database of the content server - in order to facilitate access to the multiple translators 
with the database. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to allow the provider computer of Russell to select a translator (an 
update program) associated with the electronic device from among multiple translators 
in a translator database, wherein the translation database comprises other translators 
that are not associated with the electronic device - in order to provide a translator that is 
consistent with the operation of the adapter and the electronic device. 

Response to Arguments 

18. Applicant's arguments with respect to the pending claims have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

19. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
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than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TANH Q. NGUYEN whose telephone number is 
(571)272-4154. The examiner can normally be reached on M-F (9:30AM-6:00PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, TARIQ HAFIZ can be reached on (571)272-6729. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/TANH Q. NGUYEN/ 

Primary Examiner, Art Unit 2182 



TON: July 17, 2009 



